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15. Applicant's election of Group I in Paper No. 7, filed on 
June 4, 1996 is acknowledged. Because applicant did not 
distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an 
election without traverse (M.P.E.P. § 818.03(a)). 

16. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an 
application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or 
on an international application by another who has fulfilled 
the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the 
applicant for patent. 

17. . Claims 1-8 are rejected under 35. U.S.C. § 102(e) as being 
anticipated by Barnes U.S. Patent. No. 5,436,149. 

Barnes teach a composition comprising a first DNA polymerase 
having 3 ' -exonuclease activity, and a second DNA polymerase 
lacking 3 * -exonuclease activity. Two of the encompassed 
polymerases recited and claimed by Barnes are to Pyrococcus 
furiosis and Thermococcus litoralis, as well as modified forms 
thereof. This reference reads both generally and specifically 
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upon the claimed invention. Thus, the claims are anticipated by 
Barnes . 

Applicant is referred to 37 CFR 1.608 (b) and MPEP 2308.01. 

18. Claims 1-8 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1, 3, 5-8^ and 33-49 of copending 
application Serial No. 08/164290. Although the conflicting 
claims are not identical, they are not patentably distinct from 
each other because the broad claim language of the instant claims 
encompasses the exact polymerases recited in the pending 
application. 

This is a provisional obviousness-type double patenting rejection 
because the conflicting claims have not in fact been patented. 

19, The non-statutory double patenting rejection, whether of the 
obvious-type or non-obvious-type, is based on a judicially 
created doctrine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969); In re 
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Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornam, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 29 USPQ2d 
2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 37 CFR 
1.321 (b) and (c) may be used to overcome an actual or 
provisional rejection based on a non-statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a Terminal Disclaimer. A Terminal Disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 

20. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Eggerton 
Campbell whose telephone number is (703) 308-3880. The examiner 
can normally be reached on Monday-Thursday from 8:00 AM to 4:30 
PM (EST) . 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, W. Gary Jones, can 
normally be reached on Monday-Friday from 8:00 AM to 4:00 PM 
(EST) and whose telephone number is (703) 308-1152. 
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Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone nuinber is (703) 308-0196. 

Papers related to this application may be submitted to Group 180 
by facsimile transmission. Papers should be faxed to Group 180 
via the PTO Fax Center located in Crystal Mall I. Papers may be 
submitted Monday-Friday between 8:00 am and 4:45 pm (EST). The 
faxing of such papers must conform with the notice published in 
the Official Gazette, 1096 OG 30 (November 15, 1989). The CMl 
Fax Center number is (703) 305-7401. 




